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DETAILED ACTION 
Status of the claims 

Claims 1-27 are currently pending. Claims 1-11, 26 and 27 are withdrawn 
base upon a requirement for restriction, discussed below. Claims 12-25 are 
presented for examination on the merits. 

Restriction 

Applicant's election with traverse of group (II) in the reply filed on 11/26- 
2008 is acknowledged. The traversal is on the ground(s) that no search burden 
exists. This is not found persuasive because a search burden does exist as 
evidenced by the different classifications of groups (I) and (II). 

The requirement is still deemed proper and is therefore made FINAL. 
Claims 1-11, 26 and 27 are withdrawn from further consideration pursuant to 37 
CFR 1.142(b), as being drawn to a nonelected subject matter, there being no 
allowable generic or linking claim. Applicant timely traversed the restriction 
(election) requirement in the reply filed on 1 1/26/2008. 

Information Disclosure Statement 

The information disclosure statement(s) submitted on 06/07/2005, 
08/09/2005 and 04/25/2008 were filed before the mailing date of the first office 
action on the merits. The submission is in compliance with the provisions of 37 
CFR 1.97. Accordingly, the information disclosure statement is being considered 
by the Examiner. 
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Priority 

The U.S. effective filing date has been determined to be 12/09/2002, the 
filing date of the document PCT/EP02/13942, No foreign priority has been 
claimed in the instant application. 

Objections 

Claims 13 and 19 are objected because they depend from claims that 
have been withdrawn. The claims should be rewritten in proper independent or 
dependent form. 

Rejections 
Claim Rejections - 35 L/.S-C- 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claims 12-25 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

2. Claims 12, 13, 18 and 19 recite "so-called core" and "so-called shell", it is 
unclear what is meant by "so-called" and as such the claims are indefinite. 

3. Regarding claims 12, 18, 20, 23 and 24, the phrase "preferably" renders 
the claim indefinite because it is unclear whether the limitations following the 
phrase are part of the claimed invention. See MPEP § 2173.05(d). 
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4. Further regarding claim 24, tine phrase "in particular" renders the claim 
indefinite because it is unclear whether the limitations following the phrase are 
part of the claimed invention. See MPEP § 2173.05(d). 

5. Claim 17 recites the limitation "the metal" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. 

6. A broad range or limitation together with a narrow range or limitation that 
falls within the broad range or limitation (in the same claim) is considered 
indefinite, since the resulting claim does not clearly set forth the metes and 
bounds of the patent protection desired. See MPEP § 2173.05(c). Note the 
explanation given by the Board of Patent Appeals and Interferences in Ex parte 
Wu, 10 USPQ2d 2031, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad 
language is followed by "such as" and then narrow language. The Board stated 
that this can render a claim indefinite by raising a question or doubt as to whether 
the feature introduced by such language is (a) merely exemplary of the 
remainder of the claim, and therefore not required, or (b) a required feature of the 
claims. Note also, for example, the decisions of Ex parte Steigewald, 131 
USPQ 74 (Bd. App. 1961); Ex parte Hall, 83 USPQ 38 (Bd. App. 1948); and Ex 
parte Hasche, 86 USPQ 481 (Bd. App. 1949). In the present instance, claim 23 
recites the broad recitation --between 5 nm and 50 nm-, and the claim also 
recites -between 5 nm and 20 nm-- which is the narrower statement of the 
range/limitation. 

7. Similarly to claim 23, claim 24 recites the broad recitation -between 5 nm 
and 100 nm-, and the claim also recites -between 10 nm and 50 nm- which is 
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the narrower statement of the range/limitation and further recites the even 
narrower statement of the range/limitation -between 20 nm and 45 nm--. 
8. Claims 20, 21 and 22 are rejected because they depend from rejected 
claims and do nothing to correct the indefiniteness of those claims. 



Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 
148 USPQ459 (1966), that are applied for establishing a background for 
determining obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary sl<ill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

1. Claims 12-25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Oldenburg (US 2001/0002275 A1) in view of Lesniak et al. 
(US 6,541,039). 



Applicants Claims 
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Applicant claims a core/shell particle having a core and a shell wherein the 
core comprises nanoscale particles of an inorganic material having a particle size 
of less that 100 nanometers and wherein the shell comprises at least one metal. 

Determination of the scope and content of the prior art 

(MPEP 2141.01) 

Oldenburg et al. teach particulate composition(s) in which the particles are 
homogenous in size and are comprised of nonconducting inner layer that is 
surrounded by an electrically conducting material (abstract). Oldenburg et al 
further teach their invention relates to a general method for the production of 
nanoshell composites ([0017]). Oldenburg et al. further teach the compositions of 
the present invention are particles that have at least two layers... At least one 
layer is immediately adjacent to and surrounds another layer.. .The innermost 
layer is said to be a core... A layer surrounds the core is said to be the shell 
layer... The shell layer is metal-like in that it can conduct electricity and is made of 
a metal or metal-like material ([0020]). Oldenburg et al. further teach it is 
contemplated that [the] inner layer be nonconducting and be made of dielectric 
materials and semiconductors, suitable materials are silicon dioxide, titanium 
dioxide or particles made of CdSe, CdS or GaAs ([0021], claim 18). Oldenburg et 
al. further teach in spherical embodiments, particles have a homogenous radius 
that can range from approximately 1 to 10 nanometers to several microns 
depending upon the desired maximum absorbance ([0023], claim 20). Oldenburg 
et al. further teach in the present embodiments, at least one nonconducting layer 
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is surrounded by a layer tliat is made of a conducting material. ..suitable metals 
include noble metals and coinage metals. ..particularly well suited metals are 
gold, silver, copper, platinum, palladium, lead, and iron ([0025], claim 3). 
Oldenburg et al. further teach the example with silica nanoparticles and gold 
colloid ([0056]). Oldenburg et al. further teach the method of Stober (1968) was 
used to produce monodisperse silicon dioxide particle cores ([0058], [0060]). 
Oldenburg et al. further teach the mixtures of their invention can be incorporated 
into polymers, glasses, paints, epoxies, or other coating matrices by standard 
methods well known in the art ([0075]). 

Lesniak et al. teach nanoscale particles comprising an iron oxide core and 
at least two shells surrounding said core (abstract). Lesniak et al. further teach 
preferably the substances for the core consists of pure iron oxide, particularly 
magnetite or maghemite (col. 3, lines 42-43). 

Ascertainment of the difference between tlie prior art and tlie claims 

(IVIPEP2141.02) 

The difference between the rejected claims and the teachings of 
Oldenburg et al. is that Oldenburg et al. do not expressly teach a magnetic core 
specifically a magnetite core. This deficiency in magnetite core is cured by the 
teachings of Lesniak et al. 

Finding of prima facie obviousness 
Rationale and Motivation (MPEP 2142-2143) 
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It would have been obvious to one of ordinary skill in the art at the time the 
claimed invention was made to combine the teachings of Lesniak et al. and 
produce the instantly claimed invention because both Oldenburg et al, and 
Lesniak et al. teach nanoparticle core/shell compositions. It is prima facie 
obvious to combine two compositions each of which is taught by the prior art to 
be useful for the same purpose, in order to form a third composition to be used 
for the very same purpose, i.e. a nanoscale core/shell nanoparticle. See MPEP 
2144.06. One of ordinary skill in the art would have been motivated to combine 
Oldenburg et al. with Lesniak et al. because the cores taught by Lesniak et al. 
would provide for particle which could be manipulate under the influence of a 
magnet. 

In light of the forgoing discussion, the Examiner concludes that the subject 
matter defined by the instant claims would have been obvious within the meaning 
of 35 use 103(a). 

From the teachings of the references, it is apparent that one of ordinary 
skill in the art would have had a reasonable expectation of success in producing 
the claimed invention. Therefore, the invention as a whole would have been 
prima facie obvious to one of ordinary skill in the art at the time the invention was 
made, as evidenced by the references, especially in the absence of evidence to 
the contrary. 

Nonstatutory Double Patenting 

The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so as 
to prevent the unjustified or improper timewise extension of the "right to exclude" 
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granted by a patent and to prevent possible liarassment by nnultiple assignees. 
A nonstatutory obviousness-type double patenting rejection is appropriate where 
the conflicting clainns are not identical, but at least one examined application 
claim is not patentably distinct from the reference claim(s) because the examined 
application claim is either anticipated by, or would have been obvious over, the 
reference claim(s). See, e.g.. In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. 
Cir. 1998); In re Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In 
re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 
F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 F.2d 438, 164 USPQ 
619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 644 (CCPA 
1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 

1.321(d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or 
patent either is shown to be commonly owned with this application, or claims an 
invention made as a result of activities undertaken within the scope of a joint 
research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 

1. Claims 12 and 17 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable 
over claims 26 and 17 of copending Application No. 10/553,910 (hereafter 
'910) in view of Oldenburg (US 2001/0002275 A1). 

Instant claim 12 recites a core/shell particle having a so-called core and at 
least one so-called shell, the core comprising nanoscale particles of an inorganic 
material having a particle size of less than 100 nm, the shell being at least one 
metal, and the core/shell particles being present substantially, preferably 
completely, as nonagglomerated particles. Instant claim 17 recites a core/shell 
particle characterized in that the metal is silver or copper. 

Copending '910 claim 25 recites the composite material as claimed in 
claim 24, characterized in that the substantially spherical particles are what are 
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known as core/shell particles. Copending *910 claim 26 recites the composite 
material as claimed in claim 25, characterized in that the core is an inorganic 
oxide, preferably AI2O3, Zr02, Ti02 and/or Fe203. Copending '910 claim 27 
recites the composite material as claimed in claim 25 or claim 26, characterized 
in that the shell is metallic, preferably formed from Cu, Ag, Au, Pt or Pd or an 
alloy of these metals. 

Oldenburg et al. teach core/shell nanoparticles comprising an inorganic 
oxide core and a metal shell which are from approximately 1 to 10 nanometers to 
several microns is size, as discussed above ([0023], claim 20). 

The difference between the rejected claims and the claims of '910 is that 
the claim of '910 do not expressly teach the size of the claimed nanoparticles as 
in the instantly rejected claims. This deficiency in the size of the core/shell 
nanoparticles is cured by the teachings of Oldenburg et al. 

It would have been prima facie obvious to one of ordinary skill in the art at 
the time the claimed invention was made to modify the claims of '910 and 
produces the instantly claimed invention because both Oldenburg et al. and '910 
teach nanoparticle core/shell compositions. It is prima facie obvious to combine 
two compositions each of which is taught by the prior art to be useful for the 
same purpose, in order to form a third composition to be used for the very same 
purpose, i.e. a nanoscale core/shell nanoparticle. The skilled artisan would have 
been motivated to modify the claims of '910 because, as taught by Oldenburg et 
al., the absorbance of the nanoparticulate material could be adjusted by 
changing the size of the core/shell nanoparticles. 
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This is a provisional obviousness-type double patenting rejection. 



Conclusion 

Claims 13 and 19 are objected; Claims 12, 14-16 and 23-25 are rejected 
under 35 U.S.C. 112, second paragraph; Claims 12-25 are rejected under 35 
U.S.C. 103(a); Claims 12 and 17 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting over copending 10/553,910. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to IVAN GREENE whose telephone number is 
(571)270-5868. The examiner can normally be reached on Monday through 
Thursday 7AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Johann Richter can be reached on (571) 272-0646. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (BBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 
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